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DETAILED ACTION 



Response to Amendment 
Applicant's arguments with respect to claims 1-23 have been considered but are moot in 
view of the new ground(s) of rejection. 



Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defmed in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

Claim 12 is rejected under 35 U.S.C. 102(e) as being anticipated by DeBry US 6,385,728. 
As per claim 12, 

1 DeBry teaches a method using a printer to distribute a document stored on a server, the 
server being connected to a network, (Col 5 lines 34-39). DeBry teaches using at least 
one cryptographic key to establish itself v^ith the server, (Will Call certificate with key) 
(Col 7 lines 40-49). DeBry teaches using the printer to decrypt and encrypted document 
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from the network, (Col 10 lines 18-21). DeBry teaches the printer prints a decrypted 
document, (Col 10 Unes 42-44). 



Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived 
by the manner in which the invention was made. 

Claims 1, 3, 4, 5, 6, 9, 10, 13, 15, 16, 19, 23 are rejected under 35 U.S.C. 103(a) as 
being unpatentable over DeBry US 6,385,728 in view of Mandelbaum US 5,552,897 



As per claims 1,3, 16, 19 DeBry teaches a method using a printer to distribute a 
document stored on a server, the server being connected to a network, (Col 5 lines 34- 
39). DeBry teaches using at least one cryptographic key to estabUsh itself with the 
server, (Will Call certificate with key) (Col 7 Hnes 40-49), DeBry teaches using the 
printer to decrypt and encrypted document from the network, (Col 10 lines 18-21). 
DeBry teaches the printer prints a decrypted document, (Col 10 lines 42-44). 
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DeBry does not disclose using a smart card with the printer. 

Mandelbaum teaches use of a smart card interface with a printer, in which the smart card 
sends a message including a key, to the printer, (Col 4 lines 18-23). It would have been 
obvious to one of ordinary skill in the art to use the smart card to Mandebaum with the 
key of DeBry because the smart card enhances security and eliminates the chance of a 
network attack. 

As per claims 4, and 15 Debry does not disclose a smart card, 

Mandelbaum discloses a smart card reader with a printer (facsimile) where the smart card 
performs decryption for the printer, (Col 3 lines 35-40, 60-64). 
It would be obvious to combine Mandelbaum' s smart card with the modified DeBry 
because the smart card provides secure encryption keys. 

As per claim 5, DeBry teaches the printer is used to perform decryption, (Col 10 lines 
42-44). 

As per claim 6, Debry teaches ordering the document prior to establishing a printer 
identity, (Col 9 lines 37-40), 

As per claim 9, DeBry teaches using at least one cryptographic key to authenticate the 
printer prior to ordering the document, (Col 9 lines 51-61). 



Application/Control Number: 09/483, 1 83 Page 5 

Art Unit: 2134 

As per claim 10, 23 DeBry teaches using the printer to render (print) the decrypted 
document, (Col 10 lines 42-44). 

As per claim 13, DeBry teaches a client placing an order, (Col 6 lines 10-14). 

Claims 2, and 22 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DeBry US 6,385,728 in view of Mandelbaum US 5,552,897 in view of Furman US 
5,483,653. 

2, As per claim 2,and 22 DeBry as modified above, discloses sending an encrypted 
document to a printer. DeBry does not disclose a message that indicates the number of 
copies to be printed. 

Furman discloses a message send with a document (job ticket) that indicates the number 
of copies to be printed, where the printer prints the number of document copies indicated 
in the message, (Col 6 lines 26-31, Col 7 lines 7-12, 32-35, Fig 3). 
It would be obvious to modify DeBry' s encryption of documents with Furman' s printer 
instructions because it provides the printer with needed instruction. 

Claims 11, and 21, are rejected under 35 U.S.C. 103(a) as being unpatentable over 

DeBry US 6,385,728 in view of Mandelbaum US 5,552,897 

in view of Furman US 5,483,653 in view of Boyles's US 6,738,901 
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As per claim 11, and 21, It would be obvious that DeBry-Mandelbaum combination 
disclosed printer would contain a status display. DeBry-Mandelbaum does not disclose 
that the display shows the status of the copies printed. 

Furman discloses that the user can determine the status of printing through the server, 
(Col 4 lines 20-24). 

It would be obvious to modify DeBry-Mandelbaum' s print system with Furman' s status 
screen because it provides lets the user know when his print jobs are complete. 
Boyles teaches a network printer that registers a cost with a server for every copy printed, 
(Col 9 lines 18-21). 

It would have been obvious for one of ordinary skill in the art to modify the previous 
combination with Boyles charging because it allows for a more versatile economic model 
for DRM. 

Claim 17, is rejected under 35 U,S.C. 103(a) as being unpatentable over DeBry US 
6,385,728 in view of Furman US 5,483,653 in view of Boyles's US 6,738,901 

As per claim 17, It would be obvious that DeBry' s disclosed printer would contain a 
status display. DeBry does not disclose that the display shows the status of the copies 
printed. 

Furman discloses that the user can determine the status of printing through the server, 
(Col 4 lines 20-24). 

It would be obvious to modify DeBry' s print system with Furman's status screen because 
it provides lets the user know when his print jobs are complete. 
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Boyles teaches a network printer that registers a cost with a server for every copy printed, 
(Col9nnes 18-21). 

It would have been obvious for one of ordinary skill in the art to modify the previous 
combination with Boyles charging because it allows for a more versatile economic model 
for DRM. 

Claims 7, and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
DeBry US 6,385,728 in view of Mandelbaum US 5,552,897 in view of Peairs US 
5,717,940. 

As per claim 7, The previous DeBry-Mandelbaum does not disclose that the printer is 
used to order the document. 

Peairs discloses that the printer may be used to order the document, (Col 3 lines 10-23). 

As per claim 8, the previous DeBry-Mandelbaum combination does not disclose 

previewing at least one low quality document before ordering. 

Peairs discloses a server that stores low quality document previews, (Col 4 lines 25-27, 

57-59). 

It would be obvious for one skilled in the art to modify DeBry-Mandelbaum print system, 
with de Peairs preview system because seeing a preview allows a user to easily select the 
document they are seeking. 
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Claim 14 are rejected under 35 U.S.C 103(a) as being unpatentable over DeBry US 
6,385,728 in view of Peairs US 5,717,940. 



As per claim 14, DeBry does not disclose previewing at least one low quality document 
before ordering. 

Peairs discloses a server that stores low quality document previews, (Col 4 lines 25-27, 
57-59). 

It would be obvious for one skilled in the art to modify DeBry' s printing system, with de 
Peairs preview system because seeing a preview allows a user to easily select the 
document they are seeking. 

Claims 20 is rejected under 35 U.S.C. 103(a) as being unpatentable over DeBry US 
6,385,728 in view of Mandelbaum US 5,552,897 in view of Choudury US 5,509074 

As per claim 20, The previous DeBry-Mandelbaum combination does not disclose 
receiving an order from a printer keypad. 

Choudhury discloses the printer has a keypad where the document may be obtained using 
the keypad, (Col 4 lines 26-30). 
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It would have been obvious to one of ordinary skill in the art to use the keypad of 
Choudhury in the printer system of Debry-Mandelbaum because ordering directly from 
the printer eliminates the need for other hardware. 

Allowable Subject Matter 
Claim 18 is allowable over the prior art. Claim 18 claims a printer for receiving an 
encrypted token from a remote site, means for using a decryption key to decrypt the token 
and means for sending the decrypted token to the remote site. These statements 
overcome the current prior art of record. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Christopher J. Brown whose telephone number is 
(571)272-3833. The examiner can normally be reached on 8:30-6:00. 
If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gregory Morse can be reached on (571)272-3838. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
AppHcation Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 

Christopher J Brown 5/25/05 





